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The MAILING DATE of this communication appeal^ on the cover sheet witti the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if tinnely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

Responsive to communication(s) filed on . 

2a)n This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for fonnal nnatters, prosecution as to the merits is 

closed in accordance with the practice under Expa/te Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Clainns 

4) K Claim(s) 1^ is/are pending in the application. 

4a) Of the above clainri(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) M Claim(s) 7^ is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 13 The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 13 February 2000 Is/are: a)|EI accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the clrawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the con-ection Is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) n The oath or declaration is objected to by the Examiner. Note the attached Office Action or fonm PTO-152. 

Priority under 35 U.S.C. § 1 1 9 

12) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (0- 
a)n All b)n Some * c)^ None of: 

1 0 Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Priority ' 

1. Applicant's claim for domestic priority under 35 U.S. C. 1 19(e) is acknowledged. 
However, the provisional application (60/214,987) upon which priority is claimed fails to 
provide adequate support under 35 U.S.C. 1 12. In particular, the provisional application 
generally discloses that the user may select a video program and may further receive an on- 
screen notification that a particular title will no longer be available for rent (Page 8 - 
Notifications). However, with respect to claims 1 and 5, it is unclear from the provision 
application that this reminder information is actually provided "responsive to associating the 
selected video presentation with [a] reminder list" as opposed to the user simply viewing the 
available programs for rent, 

2. With respect to applicant's claim for priority as a continuation-in-part to co-pending 
application No. 09/590,488, the earlier application discloses the overall system architecture 
of the utilized by the instant appUcation (Figures 1-3) and illustrates similar GUI screen- 
shots. The claimed subject matter of the independent claims of the instant application 
pertaining to the adding of a selected media title to a "reminder" Ust does not appear to be 
supported in the parent appUcation. Accordingly, claims 1-8 of the instant application shall 
be examined in view of the filing date of the co-pending parent application (09/693,784) for 
which the instant appUcation is a Divisional or 19 October 2000. 

Specification 
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3. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. The following title is suggested: 
"System and method for providing media-on-demand reminders for media availability". 

Claim Objections 

4. Claim 1 is objected to because the phrase "to select on of the video presentations" should 
be amended to read "to select one of the video presentations". Appropriate correction is 
required. 

Claim Rejections -35 use §102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of apphcation for patent in the United States. 

6. Claims 1-8 are rejected under 35 U.S.C. 102(b) as being anticipated by LaJoie et al. (US 
Pat No. 5,850,218). 

In consideration of claims 1 and 5, Figure 3 of LaJoie et al. illustrates a "television set- 
top terminal" [6] comprising "memory configured to store program code" [32] and a 
"processor programmed by the program code" [30] so as to implement a "method" for 
providing program reminder information. As illustrated in Figure 26, the method comprises 
"providing a list of video presentations" [512] and "receiving viewer input configured to 
select configured to select one of the video presentations from the list of video presentations" 
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(Select button). Subsequently, "responsive to receiving the viewer input" and purchasing the 
event, the "selected video presentation" is "associated . .. with a reminder list" reminding the 
viewer as to the particular events purchased [594] (Figure 3 1). Accordingly^ "responsive to 
associating the selected video presentation with the reminder list", as illustrated in Figure 31, 
the user may be provided with an event barker [544] comprising reminder information 
(Figure 28) subsequent to canceling the previously purchased event such that the "reminder 
information . . . reminds the viewer that the [previously] selected video presentation will no 
longer be available for rent via the STT after a predetermined time" such as 8:15 PM. 

For example, a user initially requests to rent the "The Bridges of Madison County" 
starting at 8:00 PM. At a later point in time, the user accesses a form of "reminder list" 
reminding the user as to previous purchases and changes their mind as to renting the 
particular movie. Upon returning to the "Now Showing" screen associated with the PPV 
channel, the user is "reminded" that if they would like to purchase "The Bridges of Madison 
County" again that they must do so prior to 15 minutes after the start of the movie. 

Claims 2 and 6 are rejected wherein the "step of providing reminder information is 
performed responsive to viewer input requesting access to the reminder hst'' (Figure 3 1) 

Claims 3 and 7 are rejected wherein the "step of providing remmder information is 
performed responsive to viewer input requesting access to a list of presentations currently 
available for rent" such that the reminder information pertaining to the time frame in which 
the program is ordered is presented subsequent to the user ordering the presentation from a 
list of presentations currently available for rent as required by the first portion of claim 1. 
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Claims 4 and 8 are rejected wherein the "step of providing reminder information is 
performed via a barker" [544]. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure as follows. Applicant is reminded that in amending in response to a rejection of 
claims, the patentable novelty must be clearly shown in view of the state of the art disclosed 
by the references cited and the objections made. 

■ The Lawler et al. (US Pat No. 5,699, 107) reference discloses a method for 

estabhshing reminders for individual users, 

■ The Elhs et al. (US Pub No. 2002/0042913 Al) reference discloses a technique for 

creating media lists wherein users are notified if subsequently accessed media is 
no longer available for rent. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Scott Beliveau whose telephone number is 703-305-4907. 
The examiner can normally be reached on Monday-Friday from 8:30 a.m. - 6:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John W. Miller can be reached on 703-305-4795. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for pubUshed 
appUcations may be obtained from either Private PAIR or Public PAIR. Status information 
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for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access 
to the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 
(toll-free). 

SEE 

December 17, 2004 
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